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DETAILED ACTION 

Specification 

The amendment filed 1/14/2008 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is found in claims 6, 10 and 1 1 as 
discussed in the rejection under 35 U.S.C. 112, first paragraph, below. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 6, 10 and 11 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claims 6 and 10 recite "transmits the corrected image and image data 
simultaneously to the image recording section" which is missing from the application as 
originally filed. 
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Claim 1 1 recites "transmits the corrected image and image data sequentially to 
the image recording section" which is missing from the application as originally filed. 

Claims 1-4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 , the phrase "records at least either one of a set of image and 
information capable of reproducing the original image and the original image a second 
external media for recording an image in form of at least either one of an image 
recording on a visual basis and a recording by image data" does not make any sense. 
For example, what is "a set of image?" What is "information capable of reproducing the 
original image and the original image?" What is "a set of image and information?" 
Claim 4 has the same problem. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent Number 7,035,462 issued to White et al. ("White"). 

For claim 1 , White discloses an image data input section that enters image data 
representative of an original image (scanner 64 in figure 10); an image correcting 
section that applies a predetermined correcting processing to the original image 
represented by the image data entered through the image data input section to create 
corrected image (red-eye correction algorithm shown in figure 11); and an image 
recording section that records the corrected image subjected to the correcting 
processing in the image correcting section onto a first external media for recording an 
image in form of at least either one of an image recording on a visual basis and a 
recording by image data (output image from printer 61 of figure 10), and records at least 
either one of a set of image and information capable of reproducing the original image 
and the original image a second external media for recording an image in form of at 
least either one of an image recording on a visual basis and a recording by image data 
(column 14, the pixel information can be the corrected pixel information and/or the pixel 
information previous to being corrected and stored in external media such as memory 
card 28 as shown in block 126 of figure 11). 

For claim 2, White discloses the image correcting section applies a red-eye 
correcting processing to the original image (figure 11). 

For claim 3, White discloses the image data input section enters a photographic 
image, and the image recording section records the corrected image into a 
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photographic print, and records the set of image and information onto a medium for 
recording digital data (see figure 10 and column 14). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains; 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over White. 

For claim 4, White discloses the image data input section enters a photographic 
image, and the image recording section records the corrected image into a 
photographic print, and records at least either one of the set of image and information 
and the original image into a photographic print (see figure 10 and columns 12-13, the 
user can accept the corrected image for printing and can reject the corrected image to 
print the original image). 

The Supreme Court has held that in analyzing the obviousness of combining 
elements, a court need not find specific teachings, but rather may consider "the 
background knowledge possessed by a person having ordinary skill in the art" and "the 
inferences and creative steps that a person of ordinary skill in the art would employ." 
See KSR Int'l v. Teleflex Inc., 127 S.Ct. 1727, 1740-41, 82 USPQ2d 1385, 1396 (2007). 
To be nonobvious, an improvement must be "more than the predictable use of prior art 
elements according to their established functions." Id. Here the combination is the 
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predictable use of printing a corrected image onto a print followed by the predictable 
use of printing the original image onto a print. One of ordinary skill in the art at the time 
of invention would expect to be able to print both the original image and the corrected 
image using the kiosk of White by first rejecting the red-eye correction and printing the 
original image onto a first print, then accepting the red-eye correction and printing the 
corrected image onto a second print as taught by White in figures 10-1 1 and columns 
12-14 to achieve the predictable result of printing the original and corrected images. 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
White in view of U.S. Patent Number 6,345,998 issued to Shiota et al. ("Shiota"). 

For claim 5, White discloses the elements of claim 1 . Shiota discloses that the 
image correcting section transmits the corrected image and image data together to the 
image recording section (the image recording section 193 as shown in figure 3 does not 
actually record any images, but rather forwards the data from correcting section 192 to 
actual recording devices such as an electronic memory 165 or paper 30 as shown in 
figure 5. The disclosure is silent as to whether the substrate 190 is implemented as 
hardware circuitry, software executed by a processor, or a combination of hardware arid 
software. Given the fact that the disclosure is silent as to the specific implementation of 
the substrate 190, and given the fact that there is no patentable distinction between a 
hardware substrate and a substrate implemented as software running on a computer, 
and given the fact that paragraph 66 of the specification defines the image recording 
section in the functional terms of something that transmits corrected image data and 
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original image data to external media, the computer 15 of Shiota as shown in figure 8 
has an image correcting section that transmits the corrected image and image data 
together to an image recording section, or output port, of computer 15, which then 
transmits the corrected image and image data to external media 5 and 6. 

It would have been obvious to a person of ordinary skill in the art at the time of 
invention to transmit the corrected image and image data together to an output port for 
the benefit of increasing efficiency as taught by Shiota in col. 1 line 65-col. 2 line 13. 

For claim 6, the combination of White and Shiota disclose thtat the image 
correcting section transmits the corrected image and image data simultaneously to the 
image recording section as discussed in the rejection of claim 5. 

For claim 7, the image recording section records one of the corrected image or 
the original image as image recording on a visual basis onto a printing medium and if 
said corrected image is printed, the original image data is output to the second external 
medium as electronic data can be predictably achieved by printing the red eye corrected 
image of White using the printer 5 shown in Figure 1 of Shiota and by storing the 
original red eye image of White in electronic form using the disk 6 of Figure 1 of Shiota. 

For claim 8, the image recording section records one of the corrected image or 
the original image as image recording on a visual basis onto a printing medium and if 
the original image is printed, the corrected image data is output to the second external 
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medium as electronic data can be predictably achieved by printing the original image 
that has red eye from White using the printer 5 of Shiota and electronically storing the 
red eye corrected image of White using the disk 6 of Shiota. 

Claims 9-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shiota in view of White. 

For claim 9, Shiota discloses an image data input section that enters original 
image data representative of an original image (the scanner shown in figure 1 and 
discussed in col. 8 lines 1-14). 

an image processing section that applies a predetermined processing to the 
original image data to create processed image data, and transmits the original and 
processed image data to the image recording section (see for example fig 1 which 
shows image processing means and fig. 8 which shows image data received by image 
recording section output port of computer 15). 

an image recording means for recording one of a first processed image data 
subjected to the correcting processing and the first processed image data onto a first 
external media for recording one of an image perceived on a visual basis and a 
recording of corrected image as electronic data (see figure 1 printer 5), said image 
recording means for further recording one of the image data capable of reproducing the 
original image and the original image onto a second external media for recording one of 
an image perceived on a visual basis and a recording of the original image data as 
electronic data (see figure 1 disk 6). 
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Shiota does not explicitly disclose an image red eye correcting section that 
applies a red eye correction processing to the original image data to create red eye 
corrected image data. 

White discloses the image processing section that is a red eye correcting 
process as discussed in the abstract. White also discloses the image processing 
section generates image metadata capable of reproducing the original image as 
discussed in col. 14. It would have been obvious to a person of ordinary skill in the art 
at the time of invention to use the red eye correction image processing of White in the 
image processing means 3b of Shiota and to use the metadata image processing that 
generates image data capable of reproducing the original image of White in the image 
processing means 3a of Shiota to achieve the predictable result of printing the red eye 
corrected image and storing the original image data electronically. 

For claim 10, the combination of White and Shiota disclose the image correcting 
section transmits the corrected image and image data simultaneously to the image 
recording section because the image recording section is the output port of a computer 
system such as that shown in figure 8 of Shiota. 

For claim 1 1 , the combination of White and Shiota disclose the image correcting 
section transmits the corrected image and image data sequentially to the image 
recording section because the image recording section is the output port of a computer 
system such as that shown in figure 8 of Shiota. 
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For claim 12, the image recording section records one of the corrected image or 
the original image as image recording on a visual basis onto a printing medium and if 
said corrected image is printed, the original image data is output to the second external 
medium as electronic data can be predictably achieved by printing the red eye corrected 
image of White using the printer 5 shown in Figure 1 of Shiota and by storing the 
original red eye image of White in electronic form using the disk 6 of Figure 1 of Shiota. 

For claim 13, the image recording section records one of the corrected image or 
the original image as image recording on a visual basis onto a printing medium and if 
the original image is printed, the corrected image data is output to the second external 
medium as electronic data can be predictably achieved by printing the original image 
that has red eye from White using the printer 5 of Shiota and electronically storing the 
red eye corrected image of White using the disk 6 of Shiota. 

Response to Arguments 

Applicants arguments filed January 14, 2008 have been fully considered but they 
are not persuasive. 

Applicant argues that 

The Examiner asserts that the "pixel information can be the corrected pixel 
information and/or the pixel information previous to being corrected" of 
White (col. 14, lines 13-14), as allegedly disclosing the recording of 
"corrected image" and "original image" to "first external media" and "a 
second external media" of the claimed invention. The "pixel information" 
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as it pertains to White, however, refers to software code. In particular, the 
Examiner's citation to col. 14 teaches metadata stored with the pixel data, 
which at best implicates storage to a single medium. The White reference 
does not disclose or suggest that "pixel information" is a form of second 
external media or is stored to a second media. 



In fact, White discloses storing an uncorrected image in electronic memory such 
as memory card 28 and printing a red eye corrected image using printer 61. 
Specifically, White discloses ... an image recording section that records the corrected 
image subjected to the correcting processing in the image correcting section onto a first 
external media for recording an image in form of at least either one of an image 
recording on a visual basis and a recording by image data (output image from printer 61 
of figure 10), and records at least either one of a set of image and information capable 
of reproducing the original image and the original image a second external media for 
recording an image in form of at least either one of an image recording on a visual basis 
and a recording by image data (column 14, the pixel information can be the corrected 
pixel information and/or the pixel information previous to being corrected and stored in 
external media such as memory card 28 as shown in block 126 of figure 1 1). 

Applicant argues that 

White does not teach or suggest photographic prints of both the corrected 
image, and the set of image and information or the original image. Thus, 
White does not disclose or teach, "the image recording section records the 
corrected image into a first photographic print, and records at least either 
one of the set of image and information and the original image into a 
second photographic print" of the claimed invention. 
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In fact, White discloses printing images on paper using printer 61. Column 1 of 
White discusses printing the uncorrected red eye photographs, which can be achieved 
by White in box 218 of figure 11 by selecting no red eye correction, or by simply printing 
the red eye photograph without performing red eye correction. Printing the red eye 
corrected image can be achieved by White by performing the red eye correction 
process of figure 1 1 and printing the red eye corrected version of the image. Thus, a 
user who prints an image with printer 61 before using the red eye correction process, 
then prints an image with printer 61 after using the red eye correction process, would 
have the original and the red eye correction photographic prints of the image. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey S. Smith whose telephone number is 571 270- 
1235. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jingge Wu can be reached on 571 272-7429. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 

JSS 

February 14, 2008 




